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DETAILED ACTION 

1. Applicant's submission for RCE (Request for Continued Examination) filed on 
March 24, 2009 has been entered. 

2. Claims 1, 3-6, 8-10, 20, 22-25, 27-29, 39-42 are pending. Claims 1, 3, 4, 6, 20, 
22, 25, 39, 40, 41 are amended and Claim 42 are newly added by applicant. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1, 3-6, 8-10, 20, 22-24, 25, 27-29, 39-40 are rejected under 35 
U.S.C. 101 because the claimed invention is directed to non-statutory subject matter. 

Claim 1 , recites "A method for scrambling information bits in a communications 
system comprising: determining a scrambling sequence based on a metric of system 

time ; scrambling the information bits of the control message with the determined 

scrambling sequence....". It is noted that as per method claims, the Federal Circuit 
Courts recently ruled that for method claims to be statutory, the method must either (1) 
be tied to a machine or (2) transform an article, see In re Bilski, 545 F3d 943, 88 
USPQ2d 1385 (Fed. Cir. 2008). The claim is directed to method steps which can be 
practiced mentally in conjunction with pen and paper, therefore same method steps are 
directed to non-statutory subject matter. Moreover, each of the claimed steps, inter alia, 
"determining a scrambling sequence....; scrambling the information bits of the control 
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message with the determined scrambling sequence..." can be practiced mentally in 
conjunction with pen and paper. The claimed steps do not define a machine or 
computer implemented process steps do not define a machine or computer 
implemented process (see MPEP § 2106). 

Claims 3-5 depend on claim 1, therefore they are rejected with the same rationale 
applied against claim 1 above. 

Claim 6 have limitations that are similar to those of claim 1, thus they are rejected with 
the same rationale applied against claim 1 above. 

Claims 8-10 depend on claim 6, therefore they are rejected with the same rationale 
applied against claim 6 above. 

Claim 20 recites, "An apparatus for scrambling information bits in a 
communication system, the apparatus comprising: means for determining a scrambling 

sequence....; means for scrambling information bits ". The claimed apparatus directs 

to logic or module or algorithm and in accordance with the applicant's specification, 
logic or module or algorithm is computer software [Specification, page 15, paragraph 
1055]. As such, the claimed apparatus must include hardware or physical 
transformation necessary to realize any of the functionality of the claimed modules and 
produce a useful, concrete and tangible result. Absent recitation of such hardware or 
physical transformation as part of the claimed apparatus, it is considered non-statutory. 
Claims 22-24 depend on claim 20, therefore they are rejected with the same rationale 
applied against claim 20 above. 
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Claims 25, 39 and 40 have limitations that are similar to those of claim 20, thus they are 
rejected with the same rationale applied against claim 20 above. 
Claims 27-29, depend on claim 20, therefore they are rejected with the same rationale 
applied against claim 20 above. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 3, 4, 6, 8, 9, 20, 22, 23, 25, 27, 28, 39-42 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Dent (US Patent No. 5,060,266) and in view 
of Juha Heikkilae et al (GB 2294853). 

As per claim 1 , Dent teaches: 

determining a scrambling sequence in accordance with time (i.e. time corresponding to 
a slot) [Fig. 4, 6, 7, time clock or block counter controls the operation of the time-of-day 
or block-count driven ciphering/deciphering device, including a synchronization 
mechanism, col. 12 lines 47-50, col. 11 lines 10-28]; determining the time in accordance 
with a subinterval of a system time interval (i.e. time slot) of a control channel in which 
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the information bits of a control message are to be transmitted [Fig. 6, 7, col. 12 lines 
59-62, col. 13 lines 2-4, col. 7 lines 24-37]; and scrambling the information bits of the 
control message with the determined scrambling sequence in accordance with the time 
(corresponding to a slot) [Fig. 4-7, col. 12 lines 60-68, col. 13 lines 1-4]. 

Heikkilae teaches: 

determining a scrambling sequence based on a metric of system time, wherein said 
determining a scrambling sequence includes determining the metric based on a 
subinterval of a system time interval [Fig. 7, page 1 1 lines 22-35, Fig. 6, 4]. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to combine Heikkilae with Dent to utilize the metric of system 
time for determining the scrambling sequence, since one would have been motivated to 
provide simple and flexible equipment for scrambling and descrambling data/information 
in the communication system [Heikkilae, page 3 lines 26-28]. 

As per claim 3 , the rejection of claim 1 is incorporated and Dent discloses: 
determining the metric (i.e. time corresponding to a slot) in accordance with a first 
subinterval of the system time interval [Fig. 7 -> S1 or S2 or S3, time clock or block 
counter controls the operation of the time-of-day or block-count driven 
ciphering/deciphering device, including a synchronization mechanism, col. 12 lines 47- 
50, col. 13 lines 24-31]. 
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As per claim 4 , the rejection of claim 1 is incorporated and Heikkilae discloses: 
performing mapping of the metric on the scrambling sequence [Fig. 7]. 

As per claim 6 , Dent discloses: 

determining an unscrambling sequence in accordance with time (i.e. time corresponding 
to a slot) [Fig. 4, 6, 7, time clock or block counter controls the operation of the time-of- 
day or block-count driven ciphering/deciphering device, including a synchronization 
mechanism, col. 12 lines 47-50, col. 13 lines 15-40]; determining the time in accordance 
with a first subinterval of a system time interval of a control channel (i.e. Fig. 7, time slot 
-> S1 or S2 or S3 or S4) preceding a second subinterval of the system time interval by a 
pre-determined number of subintervals(i.e. Fig. 7, time slot -> M5 or M21 or M37....etc), 
wherein the second subinterval (i.e. message bits) comprises information bits of a 
control message transmitted on the control channel to be unscrambled [Fig. 4-7, col. 12 
lines 60-63, col. 13 lines 21-24, col. 7 lines 24-37]; and unscrambling the information 
bits of the control message transmitted on the control channel with the determined 
unscrambling sequence in accordance with the time (corresponding to a slot) [Fig. 4-7, 
col. 13 lines 15-40]. 

Heikkilae teaches: 

determining a unscrambling sequence based on a metric of system time, wherein said 
determining a unscrambling sequence includes determining the metric based on a 
subinterval of a system time interval [Fig. 7, page 11 lines 22-35, Fig. 6, 4]. 
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Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to combine Heikkilae with Dent to utilize the metric of system 
time for determining the scrambling sequence, since one would have been motivated to 
provide simple and flexible equipment for scrambling and descrambling data/information 
in the communication system [Heikkilae, page 3 lines 26-28]. 

As per claim 8 , the rejection of claim 6 is incorporated and Dent discloses: 
determining the first subinterval of the system time interval preceding the second 
subinterval of the system time interval by one subinterval [Fig. 7, S3 - M37, time clock or 
block counter controls the operation of the time-of-day or block-count driven 
ciphering/deciphering device, including a synchronization mechanism, col. 12 lines 47- 
50]. 

As per claim 9 , the rejection of claim 6 is incorporated and Heikkilae discloses: 
performing mapping of the metric on the unscrambling sequence [Fig. 7]. 

As per claim 20 . it encompasses limitations that are similar to limitations of claim 1. 
Thus, it is rejected with the same rationale applied against claim 1 above. 

As per claim 22 . the rejection of claim 1 is incorporated and it encompasses limitations 
that are similar to limitations of claim 3. Thus, it is rejected with the same rationale 
applied against claim 3 above. 
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As per claim 23 , the rejection of claim 20 is incorporated and it encompasses limitations 
that are similar to limitations of claim 4. Thus, it is rejected with the same rationale 
applied against claim 4 above. 

As per claim 25 , it encompasses limitations that are similar to limitations of claim 6. 
Thus, it is rejected with the same rationale applied against claim 6 above. 

As per claim 27 , the rejection of claim 25 is incorporated and it encompasses limitations 
that are similar to limitations of claim 8. Thus, it is rejected with the same rationale 
applied against claim 8 above. 

As per claim 28 , the rejection of claim 25 is incorporated and it encompasses limitations 
that are similar to limitations of claim 9. Thus, it is rejected with the same rationale 
applied against claim 9 above. 

As per claim 39 , it encompasses limitations that are similar to limitations of claim 1. 
Thus, it is rejected with the same rationale applied against claim 1 above. 

As per claim 40 , it encompasses limitations that are similar to limitations of claim 6. 
Thus, it is rejected with the same rationale applied against claim 6 above. 
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As per claim 41 , it encompasses limitations that are similar to limitations of claim 1. 
Thus, it is rejected with the same rationale applied against claim 1 above. 

As per claim 42 , it encompasses limitations that are similar to limitations of claim 6. 
Thus, it is rejected with the same rationale applied against claim 6 above. 

5. Claims 5 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dent (US Patent No. 5,060,266) in view of Juha Heikkilae et al (GB 2294853) and in 
view of Bodin (US Patent No. 6,973,1 89). 

As per claim 5 , the rejection of claim 1 is incorporated and Dent teaches performing an 
adding (using the modulo-2 adder Fig. 4, 203) of the information bits with the scrambling 
sequence [Fig. 4]. 
Bodin discloses: 

performing an exclusive-OR of the information bits with the scrambling sequence [Fig. 
2, col. 3 lines 41-46]. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to combine Bodin with Dent and Heikkilae, since one would 
have been motivated to provide the data transmission without needing to make 
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substantial changes to the signaling protocol and/or system equipment [Bodin, col. 2 
lines 14-16]. 

As per claim 24 , the rejection of claim 20 is incorporated and it encompasses limitations 
that are similar to limitations of claim 5. Thus, it is rejected with the same rationale 
applied against claim 5 above. 

6. Claims 10 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Dent (US Patent No. 5,060,266) in view of Juha Heikkilae et al (GB 2294853) and 
in view of Fisher et al (US Patent No. 5,321 ,754). 

As per claim 10 , the rejection of claim 6 is incorporated and Fisher discloses: 
performing an exclusive-OR of the information bits with unscrambling sequence [Fig. 3, 
col. 7 lines 13-15]. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to combine Fisher with Dent and Heikkilae, since one would 
have been motivated to optimize the performance of the transmitter/receiver [Fisher, 
col.1 line 38]. 
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As per claim 29 , the rejection of claim 25 is incorporated and it encompasses limitations 
that are similar to limitations of claim 10. Thus, it is rejected with the same rationale 
applied against claim 10 above. 

Response to Amendment 

7. Applicant has amended claims 1, 6, 20, 25, 39, 40, 41, 42 which necessitated 
new ground of rejection. See new ground of rejection based on Dent (US Patent No. 
5,060,266) and in view of Juha Heikkilae et al (GB 2294853). 

Regarding to the Applicant's argument to the 35 USC § 101 rejections of claims 
20, 22-24, 25, 27-29 and 39-40, Examiner disagrees with applicant's remark and still 
maintains that claims 20, 22-24, 25, 27-29 and 39-40 recite non-statutory matter 
because the pending apparatus claims do not expressively include any hardware and 
therefore, claims are considered as software per se (based on the specification, all 
modules or logics are implemented in software). See 35 U.S.C. 101 rejection above. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NIRAV PATEL whose telephone number is (571)272- 
5936. The examiner can normally be reached on 8 am - 4:30 pm (M-F). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on 571-272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/N.p./ 

Examiner, Art Unit 2435 

/Kimyen Vu/ 

Supervisory Patent Examiner, Art Unit 2435 



